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2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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6) |EI Claim(s) 1-4,6,8,11 and 12 is/are rejected. 
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Application Papers 
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* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1) D Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5 ) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 



PTOL-T26 d (Rev e 08-06r 



Office Action Summary 



Part of Paper No./Mail Date 20090312 



Application/Control Number: 10/613,507 Page 2 

Art Unit: 3623 

DETAILED ACTION 

1 . The following NON FINAL rejection is in response to Applicant's submission 
received November 1 2, 2008. Claims 1,11, and 1 2 were amended. No claims were 
added or canceled. Therefore, claims 1-4, 6, 8, 11, and 12 are pending. 

Continued Examination Under 37 CFR 1.114 

2. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
November 12, 2008 has been entered. 

Response to Amendment 

3. Applicant's amendments are acknowledged. 

Response to Arguments 

4. Applicant's arguments are acknowledged but are moot in view of the following 
rejections. 
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Claim Rejections - 35 USC § 101 

5. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1-4, 6, 8, 11, and 12 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. The steps recited do not 
qualify as a statutory process. In order for a method to be considered a "process" under 
§1 01 , a claimed process must either: (1 ) be tied to another statutory class (such as a 
particular apparatus) or (2) transform underlying subject matter (such as an article or 
materials). Diamond v. Diehr , 450 U.S. 175, 184 (1981); Parker v. Flook , 437 U.S. 584, 
588 n.9 (1978); Gottschalk v. Benson , 409 U.S. 63, 70 (1972). If neither of these 
requirements is met by the claim, the method is not a patent eligible process under 
§101 and is non-statutory subject matter. 

The claims are not tied to another statutory class. The steps recited either do not 
require a particular apparatus (e.g. a particular computer), or only mention a nominal 
recitation of a computer (e.g. preamble). The fact that it may be practiced on a 
computer is not significant since all practical uses of complex algorithms are on a 
computer so that they can be performed quickly. Therefore, the claims are non- 
statutory because the claims amount to a preemption of all uses of this algorithm. 

Claim Rejections - 35 USC §112 

6. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
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art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

7. Claims 1-4, 6, 8, 11, and 12 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the enablement requirement. The claims 
contain subject matter which was not described in the specification in such a way as to 
enable one skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and/or use the invention. 

The independent claims recite various functions, but the claims and specification 
do not provide any particular structure or method by which to perform the various 
functions in line with their broad scope. The examiner notes that there is support, 
however, for the particular embodiment described in the specification on pages 10-12 
as shown in steps 1-17. However, this particular algorithm does not provide 
enablement for the entire scope of the broad claims. 

The functions at issue are: "calculating a theoretical probability," "calculating an 
actual probability," "creating a potential schedule," and "searching for the feasible 
schedule." While the specification provides one way to perform these functions, the 
specification does not provide a general way that would enable all potential methods of 
performing these functions. 

For example, the claim describes the desired result of a function: "creating a 
potential schedule." The claim itself does not define the structure or method of the 
function used to reach that result. The claimed limitation does not fall under 35 USC § 
1 12 If 6 - "means for," which would allow the scope of the claim to be defined as the 
particular methods or structure enumerated in the specification. Further, one of ordinary 
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skill in the art would not understand the "creating" limitation to imply any particular 
structure or method. Therefore, the claim is properly construed to encompass any and 
all means for calculating an amount of rework. 

The specification, however, provides only one way to create a potential schedule. 
See p. 14, lines 11-17, and p. 11-12, step 8. 

When a limitation encompasses any and all structures or acts for performing the 
recited function, including those which were not what the applicant had invented, the 
disclosure fails to provide a scope of enablement commensurate with the scope of the 
claim. See Ex parte Mivazaki , Appeal No. 2007-3300, p. 27 (BPAI, 2008) (referencing 
Halliburton Oil Well Cementing Co. v. Walker . 329 US 1 (1946)). Because the 
disclosure does not enable every structure and act that reasonably falls within the 
claim's scope, the disclosure fails to provide an adequate scope of enablement as 
required by 35 USC 112, first paragraph. 

8. Claims 1-4, 6, 8, 11, and 12 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the written description requirement. The 

claims contain subject matter which was not described in the specification in such a way 
as to reasonably convey to one skilled in the relevant art that the inventors, at the time 
the application was filed, had possession of the claimed invention. 

Specifically, as mentioned above, applicant demonstrates possession of only one 
potential embodiment of the broad claim coverage. Because one embodiment does not 
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suggest the potential other forms of algorithms that fall under the claim's scope, one 
would not be conveyed of possession of an invention that covered such broad scope. 

9. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

10. Claims 1-4, 6, 8, 11, and 12 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

Applicant deleted the "determining ... whether it is impossible to generate a 
feasible schedule" step. However, it appears that this step is a necessary part of the 
invention because the specification does not suggest that this step is optional. 
Therefore, applicant is not claiming the subject matter which the applicant regards as 
his invention. The examiner suggests applicant re-introduce this step. 

1 1 . Examiner's Note: The examiner suggests that an interview would be beneficial 
for furthering prosecution of this case. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to WILLIAM V. SAINDON whose telephone number is 
(571)270-3026. The examiner can normally be reached on M-F 7:30-5; alt. Fridays off. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Beth Boswell can be reached on (571) 272-6737. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/wvs/ 

/Beth V. Boswell/ 

Supervisory Patent Examiner, Art Unit 3623 



